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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD  

 
---------------------------------------------------------------X 
Everett W. James aka Tad James,   : 
 

Petitioner,    :  Cancellation No.: 92053787 
 

v. : 
 
Metagenics, Inc.,   : 
 

Registrant,    : 
---------------------------------------------------------------X 

 
 

REGISTRANT’S MEMORANDUM IN OPPOSITION 
TO PETITIONER’S MOTION TO AMEND PETITION FOR 

CANCELLATION AND TO JOIN PARY DEFENDANT  
 
 
I. INTRODUCTION 
 

This Memorandum of Law is submitted on behalf of Registrant Metagenics, Inc. 

(“Registrant” or “Metagenics”) in Opposition to Petitioner’s Motion to Amend Petition for 

Cancellation and to Join Party Defendant (“Petitioner’s Motion”).  As demonstrated below, 

Petitioner has misinterpreted a 2006 corporate reorganization by Registrant to argue that 

Registrant has no rights in the trademark at issue. This argument is factually and legally 

erroneous. 

II.  ARGUMENT 
 

1. The Facts Are Contrary To Petitioner’s Assertions 
 
 Petitioner’s motion is based on mistaken conclusions drawn from a cursory review of the 

records of the California Secretary of State. Specifically, Petitioner argues that the applicant for 

the registration that is the subject of this cancellation proceeding, Registration No. 3,467,675 (the 

“Registration”), did not own any rights in the mark.  The actual facts prove the contrary, namely, 
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that the applicant for the Registration did own the right to the mark and was fully entitled to 

apply for the Registration. 

 Metagenics, Inc. was first incorporated in California on or about April 25, 1983 (the 

“California Corporation”).  (The California Corporation is the corporation referred to by 

Petitioner as “Old Cal. Corp.”)  The California Corporation was the applicant for and is the 

owner of Registration No. 2,818,514 for the mark FIRST LINE THERAPY on the Supplemental 

Register, which is not the subject of this cancellation. 

 On or about May 11, 2006, the California Corporation merged into Metagenics, Inc., a 

Delaware Corporation (the “Delaware Corporation”). A Certificate of Ownership and Merger 

was executed and filed with office of the Secretary of State of the State of Delaware.  Cavanaugh 

Ex. A.1  As a result of the merger, the California Corporation became a Delaware corporation, 

maintaining all of its preexisting rights, privileges and obligations.  The records of the office of 

the Secretary of State of the State of California show that the California Corporation, designated 

Entity Number C1140233, was “merged out.”  Cavanaugh Ex. B. 

 On or about May 17, 2006, the Delaware Corporation qualified to do business in 

California by filing the required documents to transact intrastate business in California.  

Cavanaugh Ex. A.  The records of the office of the Secretary of State of the State of California 

show that the Delaware Corporation, designated Entity Number C2878746, is “active” and that 

the documents establishing its legal status in California were filed on May 17, 2006.  Cavanaugh 

Ex. B. 

                                                 
1
  Reference to cited Declarations will be identified by the name of the affiant or 

declarant (e.g. Cavanaugh) followed by the paragraph number or exhibit of such Declaration 
(e.g. Cavanaugh ¶1 or Ex. A). 
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 By merging into a Delaware corporation and qualifying to do business in California, 

Metagenics continued its business and the ownership of its trademarks and other intellectual 

property without interruption. Petitioner’s Motion simply misinterprets what happened as a 

matter of corporate law.  

 2. The Registration Is Not Void Ab Initio 

 The applicant for the Registration at issue in this proceeding was Metagenics, Inc., the 

Delaware Corporation. At the time of the application, the merger had taken place and 

Metagenics, Inc. was a Delaware corporation.  The initial identification of Metagenics, Inc. in 

the application as a California corporation was an inadvertent error.  This error was corrected by 

Examiner’s Amendment after discussion with Registrant’s counsel. 

 Contrary to Petitioner’s assertion, Metagenics, the Delaware Corporation was the owner 

of the mark when the application was filed.  Therefore, the application was not void pursuant to 

TMEP 1201.02(b).  The correction by the Examiner of the mistake in the state of incorporation 

of the applicant demonstrates that this was an error that could be corrected pursuant to TMEP 

1201.02(c). 

 As demonstrated above, Metagenics, the Delaware Corporation was the owner of the 

mark at the time of filing the application.  Thus, Huang v. Tzu Wei Chen Foods Co., Ltd., 849 

F.2d 1458, 7 USPQ.2d 1335 (Fed. Cir. 1988), cited by Opposer, does not apply.  Registrant has 

complied with 15 U.S.C. §1051 and the Registration was not void ab initio. 

 3. There Is No Additional Third Party To Add 

 There is only one Metagenics, Inc. in existence, namely, the Delaware Corporation which 

is qualified to do business in California.  There is no additional third party to add to this 

proceeding. 
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III. CONCLUSION 

 For all of the foregoing reasons, Registrant respectfully requests that Petitioner’s motion 

be denied in its entirety, and that the Board grant such other and further relief as it deems just 

and proper. 

 
Dated: New York, New York 

October 6, 2011    Respectfully submitted, 
 
METAGENICS, INC. 

 
        /Dennis H. Cavanaugh/ 
       By _____________________________ 

Dennis H. Cavanaugh 
D H CAVANAUGH ASSOCIATES 
Attorneys for Registrant 
555 Fifth Avenue, 17th Floor 
New York, New York 10017 
Tel: (212) 856-1710 
Fax: (212) 856-7211 
Email: dhc@dhcavanaugh.net 
 

mailto:dhc@dhcavanaugh.net
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CERTIFICATE OF SERVICE 
 

DENNIS H. CAVANAUGH, declares that: 

I am counsel for the Registrant in the captioned action, and on the execution date 

which appears below, a true copy of the foregoing was served on Petitioner’s counsel by 

causing the same to be sent via email to the following email addresses: 

mhsia@cades.com 
cmiwa@cades.com 

 
2. Pursuant to 28 U.S.C. §1746, I declare under penalty of perjury that all of 

the foregoing is true and correct. 

Dated: New York, New York 
 October 6, 2011 

    /Dennis H. Cavanaugh/ 
      By___________________________ 

Dennis H. Cavanaugh 
 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD  

 
---------------------------------------------------------------X 
Everett W. James aka Tad James,   : 
 

Petitioner,    :  Cancellation No.: 92053787 
 

v.      : 
        DECLARATION OF 
Metagenics, Inc.,     : DENNIS H. CAVANAUGH  
 

Registrant,    : 
---------------------------------------------------------------X 
 

DENNIS H. CAVANAUGH declares that: 

1. I am the principal of D H Cavanaugh Associates, counsel for Registrant, and am 

submitting this declaration in support of Registrant’s opposition to Applicant’s motion to amend 

petition for cancellation and to join party defendant. 

2. Attached hereto and identified as Cavanaugh Exhibit A are true and accurate copies 

of the Certificate of Qualification of Metagenics, Inc., a Delaware corporation, issued by the office 

of the Secretary of State for the State of California on or about May 18, 2006; the Statement and 

Designation by Foreign Corporation filed with the office of the Secretary of State for the State of 

California on or about May 17, 2006; and the Certificate of Ownership and Merger re Merger of 

Metagenics, Inc., a California Corporation into Metagenics, Inc., a Delaware Corporation and the 

certification of same by the Secretary of State of the State of Delaware. 

3. Attached hereto and identified as Cavanaugh Exhibit B are true and accurate copies 

of pages of the website of the office of the Secretary of State of the State of California showing 

search results for “Metagenics” showing the entity numbers for Metagenics, Inc., a former “merged 

out” California corporation, and Metagenics, Inc., a Delaware corporation. 
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 4. Pursuant to 28 U.S.C. § 1746, I declare under penalty of perjury that the foregoing is 

true and correct. 

 

Executed on October 6, 2011 
         /Dennis H. Cavanaugh/ 

______________________________ 
         Dennis H. Cavanaugh 
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CERTIFICATE OF SERVICE 
 

DENNIS H. CAVANAUGH, declares that: 

I am counsel for the Registrant in the captioned action, and on the execution date which 

appears below, a true copy of the foregoing was served on Petitioner’s counsel by causing the same 

to be sent via email to the following email addresses: 

mhsia@cades.com 
cmiwa@cades.com 

 
2. Pursuant to 28 U.S.C. §1746, I declare under penalty of perjury that all of the 

foregoing is true and correct. 

Dated: New York, New York 
 October 6, 2011 

    /Dennis H. Cavanaugh/ 
      By___________________________ 

Dennis H. Cavanaugh 
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